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Reply to Office action of January 28, 2004 

REMARKS/ARGUMENTS 

Claims 1-16 were originally filed in this application. 

In this amendment, Claims 1 , 2, 6 and 9 have been amended. 

Claims 14-16 have been withdrawn 

Claim 17 has been added. 

Claims 3-5, 7, 8 and 10-13 remain unchanged. 

Applicant wishes to thank the Examiner for the courtesy extended to the 
Applicant's agent, Mr. Andrew Hicks, at the interview at the Patent Office on May 18, 
2004. As noted in the Interview Summary, the Examiner states that the "proposed 
amendment of cutting thru a data layer appears to define over Rohde". 

Accordingly, and further to the interview, Applicant has amended Claim 1 to 
clarify that the die set cuts through a data layer of the OSD. The amendment to Claim 1 
is supported by Applicant's description at page 7, paragraphs [0020] and [0021]. 

In addition, Claims 2 and 6 have been amended to include a space following the 
phrase "claim 1", and Claim 9 has been amended for clarity to recite the step of 
retracting the female die from the male die. 

New Claim 17 is directed to a specific embodiment of the invention. Claim 17 
recites a preferred method in which the OSD may be removed from the die set prior to 
retraction of the die set. This amendment is supported by the description at paragraph 
[0029]. 
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Restriction 

The Examiner has objected to the claims under 35 U.S.C. 121 as describing 
more than one invention. Further to Applicant's telephone discussion with the Examiner 
on December 19, 2003, Applicant hereby elects Group I and has withdrawn Claims 14 
through 16 from prosecution in the present application. 

Discussion of Amendments and References 

The Examiner has objected to Claim 1 under 35 U.S.C. 102(b) as anticipated by 
Rohde et al. Applicant has amended Claim 1 to clarify that the die set cuts through a 
data layer of the OSD. Applicant further offers the following comments in support of the 
amended claim. 

Rohde describes a process for producing shaped compact discs and for applying 
labels to shaped discs. At column 1, lines 51 through 54, Rohde indicates that "to 
insure that all of the intended information will be readable, the outer limit of the annularly 
arranged information region [the data layer] must not extend beyond the innermost point 
of the outer profile". Moreover, at column 2, lines 51 through 54, Rohde states that "the 
digital information region should conform to the limitations discussed above with respect 
to the dimensions of the desired outer profile to be achieved". Clearly Rohde does not 
address the current problem in the art of cutting through the data layer of an optical 
storage disk. As seen in the sample products presented during the interview with the 
Examiner, Rohde's product is cut through a blank portion of the disc, which cannot 
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contain data. As discussed below, Rohde substantively discloses only a grinding 
method, and the "stamping method" briefly disclosed by Rohde would certainly not be 
useful in cutting through a data layer of an OSD. 

The primary shaping method taught by Rhode includes pressing several 
standard discs beneath a shaped template, and using a shaping tool which is rotated to 
grind against the discs, thereby removing the blank portion of each disc that extends 
beyond the template. 

There are only two sentences within the Rohde patent which refer to the 
possibility of using a die set to punch or stamp the disc into the desired shape (column 
4, lines 30 through 36). Rohde states that "the shaping step is then accomplished by 
way of a properly shaped die which stamps out the desired profile", and refers in 
passing to a "female mold, corresponding with a male portion of a mold, which co-act on 
stamping to produce the disc of the desired shape". There is no specific direction given 
to a person having ordinary skill in the art as to how to go about carrying out such a 
stamping process, particularly with respect to stamping through a data layer. If Rohde 
actually knew of a process by which such stamping could be successfully achieved, the 
process would have been set forth in the description, or failing that, a reference would 
have been provided to direct a person to a successful method that could be applied to 
shaping compact discs. 
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This assertion is supported by later statements by Rohde (column 5, line 27 
through column 6, line 6) that set forth Rohde's preferred shaping method in detail. It is 
clear from this description that Rohde had contemplated only a shaping procedure 
involving the use of a milling bit. In fact, Rohde describes the milling process in great 
detail, and even discusses problems with the method, such as damage to the milled 
discs resulting from dust creation during the milling process, for which Rohde provides 
the solution of a specialized form having a downward projecting lip to cause deformation 
of the discs during milling, thereby preventing dust collection between the discs. 

Upon reading the entire disclosure of Rohde, it is clear that the concept of 
stamping discs into a desired shape, as briefly mentioned in the above-noted two 
sentences within column 4, was only an afterthought, and is not supported in any way 
by Rohde. Certainly Rohde does not contemplate stamping through a data layer of an 
OSD, as in Applicant's amended Claim 1 . The art of shaping optical storage devices 
includes many examples of failed data layer stamping methods which teach away from 
the meager disclosure made by Rohde. Previous stamping attempts have resulted in 
damaged data layer edges due to excessive shear forces applied during advancement 
and retraction of the stamping die(s). This problem is not addressed by Rohde and 
therefore a person having ordinary skill in the art of disc shaping would not be led to a 
successful result. 
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Applicant's Claim 1 now recites a method in which the shaped OSD is stamped 
through a data layer. This feature is neither taught nor suggested by any of the 
references cited by the Examiner. As demonstrated in the samples shown to the 
Examiner, Rohde's method would not result in Applicant's product, and a person having 
ordinary skill in the art would not be led to Applicant's invention. In fact, such a person 
would believe that Applicant's method (as in Claim 1) would be unsuccessful. Applicant 
submits that the samples show that Rohde was not in possession of a useful method for 
stamping through a data layer of an OSD. 

Applicant's invention also contemplates the removal of the shaped OSD prior to 
retraction of the die set, as set forth in new Claim 17. Such removal prevents any 
upward pressure by the female die on the edge of the data layer, thereby minimizing 
shear force and damage to the edge of the data layer. In particular, the removal of the 
OSD prior to die set retraction contributes to an improved shaped OSD product 

The Examiner has also objected to Claims 2, 4, and 8 as obvious under 35 
U.S.C. 103(a) in view of Rohde. The Examiner states that it would have been obvious to 
include a centering pin to keep the compact disc in place during cutting, and to provide 
certain tolerances between the die set to accommodate any specific material. Applicant 
submits that due to the dependency of Claims 2 and 4 upon Claim 1, which Applicant 
submits is now in condition for allowance, Applicant further submits that Claims 2 and 4 
are also allowable. 
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With respect to Claim 8, the Examiner has stated that "fashioning the female die 
with a thickness that would allow the shaped device to be removed from the male die 
would certainly facilitate removal of the cut devices". Applicant submits that it is not the 
die/apparatus that Applicant is claiming, but the method of Claim 1 , further including use 
of a female die as specified by Claim 8 to allow removal of the OSD prior to die 
retraction. The Examiner has not provided any art to suggest that a person having 
ordinary skill in the art would be motivated to remove the OSD prior to retraction of the 
die set, or to use a female die that would allow such removal. Applicant has found that 
in order to improve the edge characteristics of the OSD, it is preferable to carry out the 
method using the female die mentioned in Claim 8. In addition, Applicant submits that in 
view of its dependency on Claim 1, and in view of the above remarks, Claim 8 is 
allowable. 

The Examiner has objected to Claims 3 and 9 under 35 U.S.C. 103 (a) as 
obvious in view of Rohde when combined with Bree. Applicant respectfully submits that 
Bree teaches away from the instant invention, particularly when combined with Rohde. 

Applicant's comments with respect to Rohde are outlined above, with the end 
result that Rohde is suggestive of shaping a compact disc using a stamping method, but 
does not direct a person having ordinary skill in the art to cut through a data layer of the 
OSD. The Bree patent supports this assertion. Bree teaches that stamping/punching of 
materials using a male/female die set results in a domed product with damaged edges 
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(as shown in Figures 3a and 3b, and at column 1, lines 24 through 38). Bree clearly 
discloses that when materials are punched, a domed product results, and that "it is 
difficult to obtain decorative shapes having a sharply cut vertical edge, occasionally the 
shape may delaminate or chip". Bree's solution to this problem is to first score the 
material using one set of dies, and then to punch the scored material, resulting in a flat 
product with improved edge characteristics. The Examiner correctly notes that Bree 
includes a female die having a raised cutting edge, however this cutting edge is not for 
penetrating the entire depth of the material, and is only intended to score the desired 
shape into the material for later punching. Applicant further notes that the cutting edge 
of Bree must be biased against a resilient platform to provide scoring and prevent 
doming of the product (see column 6, lines 25 through 42). In particular, Bree notes that 
"the platform in the die cavity and the pressure on the spring can be adjusted to provide 
just enough pressure to prevent the substrate from bowing without deforming". 

Furthermore, Bree states that the raised cutting edge 100 contributes to the 
problem of deformed edges. Therefore, Bree provides stripper plates 104 to hold down 
the "portions of the substrate surrounding the shape to prevent those portions from 
angling around the knife edge and to assist in obtaining a sharply cut vertical edge" 
(column 7, lines 36 through 40). This is in contrast to Applicant's claimed invention, 
which does not require stripper plates or resilient platforms to bias the cutting force of 
the die set. 
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The Examiner has objected to Applicant's Claim 5 under 35 U.S.C. 103(a) as 
obvious in view of Rohde and Kokai. In addition to the above comments with respect to 
Rohde, which Applicant submits renders Claim 5 allowable due to its dependency upon 
amended Claim 1, Applicant further submits that Kokai does not disclose the subject 
matter added by Claim 5. Kokai discloses a male die that is rotated about an axis to 
successively punch adjacent edges of an object. As evident in Figure 10 of Kokai, the 
die punches along one edge of the object until it reaches a corner 19, at which time the 
die is rotated and advanced to cut the adjacent edge of the object. 

By contrast, Applicant's disclosure describes the advancement of a female die 
towards a male die upon which rests an optical storage device. Applicant's claim 5 
requires that the male and female die be advanced in an out of plane orientation such 
that the male and female die engage from one side to the opposite. In other words, at 
the end of the advancement, the dies are fully engaged. In Kokai, the dies never fully 
engage over the entire surface of the desired shape, but are only engaged in part and 
disengaged in part, with full punching achieved by rotation of the dies along each edge 
of the object. 

With respect to the Examiner's objections to Claims 6 and 7 as obvious in view of 
Rohde, Bree, and Kokai, Applicant submits that Claims 6 and 7 are allowable in view of 
the amendment to Claim 1 and in view of the remarks set forth above. 
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The Examiner objected to Claims 11 through 13 as obvious under 35 U.S.C. in 
view of Rohde and Braun. Applicant's remarks regarding Rohde are as above. Braun 
discloses timing rulers and timing disks including a transparent material consisting of a 
film supporting a light sensitive layer. The light sensitive layer is covered with a 
thermally stable, moisture resistant sealing material that can be applied with a hot 
setting lacquer or with another adhesive. Applicant is not claiming the sealing of the 
OSD per se, but submits that when combined with the method of claim 1, which 
Applicant submits is allowable, the methods of claims 1 through 13 are patentable 
subject matter. 

In view of the foregoing, Applicant respectfully requests that a timely Notice of 
Allowance be issued in this case. 



Respectfully Submitted, 


12412 Powerscourt Drive, Suite 200 
St. Louis, Missouri 63131 
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